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DETAILED ACTION 

Allowable Subject Matter 

Claims 6, 15, 54, 65 and all dependencies of these claims are objected to as 
being dependent upon a rejected base claim, but would be allowable if rewritten to 
overcome the rejection(s) under 35 U.S.C. 112 as set forth in this Office action and to 
include all of the limitations of the base claim and all intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: Claims 6 and 65 recite the step of triggering a camera to take a photograph 
when a component worn by a participant passes a predetermined point. Claims 15 and 
54 use a formula to define an "approximate" time. The cited prior art does not teach 
these limitations. 

Priority 

Applicant's claim to priority to provisional application 60/163,879 is hereby 
acknowledged. However, limitations in the current non-provisional application which 
lack proper written description support in the provisional application are as follows: 

Referring to claims 1, 51, 59, and 64, these claims recite the limitation 
"...substantially the entire body..." This limitation is not disclosed in the provisional 
application. 

Referring to claims 15 and 54, these claims recite the formula T p = (Lp/U)(Tf). 
This limitation is not disclosed in the provisional application. 
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Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 3, 6-12, 14, 15, 17-20, 51-75 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Claims 1 , 51 , 59, and 64 
recite the limitation "...substantially the entire body... .". This limitation lacks written 
description in the specification. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 3, 6-12, 14, 15, 17-20, 51-75 are rejected under 35 U.S.C. 112, second 

paragraph, as being indefinite for failing to particularly point out and distinctly claim the 

subject matter which applicant regards as the invention. Claims 1 , 51 , 59, and 64 recite 

the limitation "...substantially the entire body... .". The Applicant has argued that Imhof 

(Figure 3) and Sigel (Figure 3) disclose photographing only portions of the body and not 

"substantially the entire body". Based on this argument, it is unclear to the Examiner 

what the limitation "substantially the entire body" means. Claims 14 and 53 recite the 

limitation "approximate time". The term M approximate ,, is a relative term which renders 
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the claim indefinite. The term "approximate" is not defined by the claim, the 
specification does not provide a standard for ascertaining the requisite degree, and one 
of ordinary skill in the art would not be reasonably apprised of the scope of the 
invention. 

Claim Rejections -35 USC §103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1, 3, 14, 17-20, 51-53, and 55-58 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Imhof (US 5,103,433) in view of Narayanaswami et al. 
(US 6,504,571 B1) hereinafter referred to as Narayanaswami and further in view of 
Berlin et al. (US 5,915,093) hereinafter referred to as Berlin. 

Referring to claims 1 and 51 , Imhof teaches a process providing event 
photographs of a sporting event for inspection and selection via a computer, comprising 
the steps of: 

• taking photographs of substantially the entire body of at least one 
participant of a sporting event along at least one point of a course or field 
thereof (column 1 , lines 7-25; column 2, line 64 - column 3, line 40; 
column 8, line 33 - column 9, line 28; Figure 3); 

• associating identifying data with each photograph taken wherein the 
identifying data is a time the photograph was taken (Abstract; column 1, 
lines 36-41; column 9, lines 29-38; Figure 3); 
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• displaying the photograph of the sporting event participant for inspection 
(Figure 1 , item "11"; column 8, line 59 - column 9, line 4). 
Imhof does not teach that the identifying data includes a date, hour, and minute the 
photograph was taken, informing the sporting participants of the identifying data, 
transferring the photographs to a computer network server, cataloging each of the 
photographs in a website server according to the identifying data, accessing the server 
at a location other than the sporting event and searching for a photograph of a particular 
sporting event participant utilizing the identifying data. However, Imhof teaches that his 
invention includes a computer connected between the camera and the printer to 
process the images received from the camera (column 13, lines 18-30). Therefore, 
Imhof s invention converts the pictures received from the camera into digital format 
otherwise the computer would not be able to perform the processing disclosed in 
Imhof s specification. Narayanaswami teaches a method for querying (i.e. searching) 
digital images stored in a database. Specifically, Narayanaswami teaches accessing a 
remote sever and searching for a photograph utilizing the identifying data such as the 
date and time including hour and minute the photograph was taken (Abstract; column 1 , 
lines 16-26; column 2, lines 7-19; column 3, lines 56-65; column 5, lines 55-60; column 
7, lines 17-45; column 10, lines 48-61). Therefore it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to incorporate the teachings 
of Narayanaswami into the method of Imhof. One of ordinary skill in the art would have 
been motivated to do so in order to perform an efficient search and retrieval of digital 
images stored in remote servers as taught by Narayanaswami (column 2, lines 15-19). 
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The Examiner notes that both Imhof and Narayanaswami are directed to the field of 
capturing images from a camera and using a computer to record various types of data 
onto the digital images. Narayanaswami goes on to discuss archiving the images in a 
database for querying at a later time. Therefore, Imhof and Narayanaswami are 
analogous art and it is well within the level of one of ordinary skill in the art to 
incorporate the database and other teachings of Narayanaswami into the invention of 
Imhof. The Examiner also notes that one of the most important features of any 
computer system is the ability to store, retrieve, and process data. Since Imhof does 
not address the issue of storage and retrieval, one of ordinary skill in the art would look 
to Narayanaswami for a possible solution. Moreover, one of ordinary skill in the art 
would recognize that the combination of Imhof and Narayanaswami would have a 
reasonable chance for success since the incorporation of Narayanaswami's teachings 
into Imhof s invention would not alter the technical characteristics of either invention in 
such a way as to render either one inoperative. Imhof and Narayanaswami do not 
explicitly teach informing the sporting participants of the identifying data. However, the 
Examiner notes that in most sporting events such as marathons, participants take great 
pride in remembering their finish time. Therefore it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to inform the participant of 
Imhof s sporting event of the official finish time. One of ordinary skill in the art would 
have been motivated to do so in order to allow the participant to record his or her finish 
time. Furthermore, Narayanaswami repeatedly teaches allowing a user to search a 
database for an image using date and time including hour and minute the photograph 
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was taken. Hence, the user must have had possession of this information prior to the 
time of searching. Therefore it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to incorporate this teaching into the method of 
Imhof. One of ordinary skill in the art would have been motivated to do so in order to 
allow a user to perform a search of a digital image using the date and time as taught by 
Narayanaswami. Imhof does not teach transferring the photographs to a computer 
network server. However, Narayanaswami teaches that the images obtained from the 
image capturing device (Figure 1 , item "100") can be transferred to a database via 
modem (column 8, lines 40-47). Therefore it would have been obvious to one of 
ordinary skill in the art, at the time the invention was made, to incorporate this teaching 
into the method of Imhof. One of ordinary skill in the art would have been motivated to 
do so in order to archive the image for query as taught by Narayanaswami. Imhof does 
not teach cataloging each of the photographs in a website server according to the 
identifying data. However, Narayanaswami teaches indexing (i.e. cataloging) the 
images in a database according to date and time (Abstract). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the teachings of Narayanaswami into the method of Imhof. One of ordinary 
skill in the art would have been motivated to do so in order to perform an efficient 
search and retrieval of digital images stored in remote servers as taught by 
Narayanaswami (column 2, lines 15-19). Imhof does not teach accessing the server at 
a location other than the sporting event. However, Narayanaswami teaches that 
functional aspects such as querying the database of his invention may be conducted via 
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modem to remote servers (column 10, lines 48-61). Therefore it would have been 
obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate the remote functionality of Narayanaswami into the method of Imhof. One 
of ordinary skill in the art would have been motivated to do so in order to overcome 
storage limitations as suggested by Narayanaswami. Finally, Imhof and 
Narayanaswami do not teach a website sever or ordering the images. However, Berlin 
teaches these limitations (column 3, lines 40-52). Therefore it would have been obvious 
to one of ordinary skill in the art, at the time the invention was made, to incorporate 
these features into the cited prior art. One of ordinary skill in the art would have been 
motivated to do so in order to exploit the World Wide Web for commercial purposes, as 
suggested by Berlin. 

Referring to claims 3, 52, Imhof and Narayanaswami do not explicitly teach the 
step of posting the identifying data associated with each photograph. However, 
Narayanaswami repeatedly teaches allowing a user to search a database for an image 
using a date and time the picture was taken. Hence, the user must have had 
possession of this information prior to the time of searching. Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
post the identifying data associated with each photograph in the method of Imhof and 
Narayanaswami. One of ordinary skill in the art would have been motivated to do so in 
order to allow a user to perform a search of a digital image using the date and time as 
taught by Narayanaswami. 



Application/Control Number: 09/641 ,248 Page 9 

Art Unit: 3625 

Referring to claims 14 and 53, Narayanaswami teaches searching for a 
photograph based on date and time (Abstract). Although Narayanaswami does not 
explicitly disclose searching based on an approximate time, it would have been obvious 
to do so. Narayanaswami places no restriction on the date and time used for searching 
the database. Furthermore, one of ordinary skill in the art would have been motivated 
to use an approximate time in order to avoid having to remember the exact second of 
the particular event. 

Referring to claims 17 and 55, Imhof does not teach the step of providing a digital 
camera electronically connected to a computer or downloading the photographs from 
the event to the server. However, Imhof teaches that his invention includes a computer 
connected between the camera and the printer to process the images received from the 
camera (column 13, lines 18-30). Therefore, Imhof s invention converts the pictures 
received from the camera into digital format otherwise the computer would not be able 
to perform the processing disclosed in Imhof s specification. Narayanaswami teaches a 
digital camera connected to a computer (Figure 1, items "128" and "104"), and server for 
immediate download of photographs to the server (column 8, lines 40-47; column 10, 
lines 48-61). Therefore it would have been obvious to one of ordinary skill in the art, at 
the time the invention was made, to incorporate the teachings of Narayanaswami into 
the method of Imhof. One of ordinary skill in the art would have been motivated to do 
so in order to archive the images for query as taught by Narayanaswami. 

Referring to claims 18-20 and 56-58, the cited prior art does not teach fulfilling an 
order for a photograph via mail or electronic transfer. However, Berlin teaches that it is 
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old and well known in the art to fulfill a customer's order via mail or electronic transfer 
(column 3, lines 40-52). Therefore it would have been obvious to one of ordinary skill in 
the art, at the time the invention was made, to incorporate these features into the cited 
prior art. One of ordinary skill in the art would have been motivated to do so in order to 
use well-known delivery channels for commercial purposes. 

Claims 1, 3, 17-20, 59-64, and 67-75 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sigel et al. (US 6,545,705 B1) in view of Narayanaswami 
et al. (US 6,504,571 B1) hereinafter referred to as Narayanaswami and further in 
view of Berlin et al. (US 5,915,093) hereinafter referred to as Berlin. 

Referring to claims 1, 3, 17, 59, 60, 64, 67, 68, and 72, Sigel teaches a process 
providing event photographs of a sporting event for inspection, selection, and 
distribution via computer network, comprising the steps of: 

• taking photographs of substantially the entire body of at least one 
participant of a sporting event along at least one point of a course or field 
thereof (Abstract, lines 2-8; Figure 1, items "12" and "12a"; Figure 3); 

• associating identifying data with each photograph taken, wherein the 
identifying data is a code acquired from a component worn by the 
participant or a number corresponding to a number worn by the 
participant (Abstract, lines 21-29; column 2, lines 58-67; column 12, lines 
24-35); 

• transferring the photographs to a computer network server (column 6, 
lines 13-16; column 7, lines 6-34; Figure 1 , item "10"); 
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• cataloging each of the photographs in a server according to the 
identifying data (column 7, lines 6-10); 

• accessing the server and searching for a photograph of a particular 
sporting event participant utilizing the identifying data (column 7, lines 6- 
10); 

• displaying the photograph of the sporting event participant for inspection 
(Figure 7, lines 13-19). 

Sigel does not explicitly disclose informing the sporting participants of the identifying 
data. However, this limitation is inherent in the process of Sigel. Sigel teaches that 
each contestant has a number on his or her jersey (Abstract, lines 21-29; column 12, 
lines 50-54). Therefore each contestant is informed of the identifying data because 
each contestant is aware of the number on his or her jersey. Sigel does not explicitly 
disclose that the sever is accessed via a remote terminal (i.e. at a location other than 
the sporting event). However, Narayanaswami teaches accessing a server via a remote 
terminal and searching for a photograph utilizing identifying data (Abstract; column 1 , 
lines 16-26; column 3, lines 56-65; column 7, lines 17-45; column 10, lines 48-61). 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to incorporate the remote functionality of Narayanaswami into the 
method of Sigel. One of ordinary skill in the art would have been motivated to do so in 
order to overcome storage limitations as suggested by Narayanaswami. Finally, Sigel 
and Narayanaswami do not teach a website sever or ordering the images. However, 
Berlin teaches these limitations (column 3, lines 40-52). Therefore it would have been 
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obvious to one of ordinary skill in the art, at the time the invention was made, to 
incorporate these features into the cited prior art. One of ordinary skill in the art would 
have been motivated to do so in order to exploit the World Wide Web for commercial 
purposes, as suggested by Berlin. 

Referring to claims 18-20, 61-63, and 73-75, the cited prior art does not teach 
fulfilling an order for a photograph via mail or electronic transfer. However, Berlin 
teaches that it is old and well known in the art to fulfill a customer's order via mail or 
electronic transfer (column 3, lines 40-52). Therefore it would have been obvious to one 
of ordinary skill in the art, at the time the invention was made, to incorporate these 
features into the cited prior art. One of ordinary skill in the art would have been 
motivated to do so in order to use well-known delivery channels for commercial 
purposes. 

Referring to claims 69-71 , the cited prior art does not teach that the component 
includes an inductive circuit, or an active component that includes an electronic device 
having a transmitter. However, at the time the invention was made, it would have been 
obvious to one of ordinary skill in the art to incorporate these features into the invention 
of Sigel and Narayanaswami. Applicant has not disclosed that devices provide an 
advantage, is used for a particular purpose or solves a stated problem. . Furthermore, 
one of ordinary skill in the art would have expected Applicant's invention to perform 
equally well with devices used by Sigel because they also uniquely identify participants 
in a sporting event. Therefore, it would have been obvious to one of ordinary skill in this 
art to modify Sigel to obtain the invention as specified in the claims. 



Application/Control Number: 09/641 ,248 Page 1 3 

Art Unit: 3625 

Response to Arguments 

Applicant's arguments with respect to priority and 112 rejection of the limitation 
"...substantially the entire body..." have been fully considered but they are not 
persuasive. The Applicant has argued that it is well known in the art of event 
photography to photograph the entire body or substantially the entire body, and that the 
term "event photography" by definition suggests the entire body is photographed (see 
amendment page 10, "PRIORITY"). The Applicant has also argued that the title of the 
application provides sufficient written description support for the limitation 
"...substantially the entire body..." (see amendment page 11, "CLAIM REJECTIONS"), 
and that the prior art of record fails to satisfy this limitation. The Examiner respectfully 
disagrees. As an initial matter, the Examiner would like to point out that the Applicant's 
arguments are inconsistent because Imhof and Sigel are directed to the field of "event 
photography". Imhof discloses an invention that takes pictures of participants in a race 
as they cross the finish line (Abstract; column 3, lines 23-26; column 5, lines 35-46; 
column 8, lines 33-49). Sigel discloses an "event camera" that images the finish line or 
intermediate location of a race to determine the crossing times of the contestants 
(Abstract; column 1 , lines 6-16; column 8, lines 7-19). Therefore it is inconsistent for the 
Applicant to argue that it is well known in the art of event photography to photograph 
substantially the entire body and also argue that Imhof and Sigel photograph only 
portions of the body. Imhof (Figure 3) and Sigel (Figure 3) clearly show more than a 
portion of the body as alleged by the Applicant. Furthermore, the title of the Applicant's 
invention is insufficient to satisfy written description requirement for the limitation 
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"...substantially the entire body...". Both Imhof and Sigel also disclose a similar 
invention. 

Applicant's arguments with respect to the combination of Imhof and 
Narayanaswami have been fully considered but they are not persuasive. The Applicant 
has argued that Imhof is directed to photo-finish invention, uses a video camera rather 
than a still camera, and uses a relative time rather than an absolute time. As stated 
above, Imhof discloses an invention that takes pictures of participants in a race as they 
cross the finish line (Abstract; column 3, lines 23-26; column 5, lines 35-46; column 8, 
lines 33-49). Therefore, one of ordinary skill in the art would realize that Imhof s 
invention is a "sport event photography" invention. In response to the Applicant's 
argument that the references fail to show certain features of the Applicant's invention, it 
is noted that the features upon which Applicant relies (i.e., "still camera" and "absolute 
time") are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). The Applicant 
has also argued that the microprocessor between Imhof s camera and printer does not 
suggest or imply to one of ordinary skill in the art that the image is digitized. The 
Examiner respectfully disagrees. Imhof clearly sates that the microprocessor 
electronically applies to the prints a corresponding scale overlying the image of the 
participant crossing the finish line (column 13, lines 26-30). The Examiner notes that 
the image must be digitized in order for the microprocessor to perform such an 
electronic manipulation of the image. The Applicant has also argued that there is no 
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motivation to combine Imhof with Narayanaswami. The Examiner respectfully 
disagrees. Imhof discloses an invention for sporting event photography wherein a 
computer electronically manipulates a digital image for processing. Furthermore, as 
already noted above in the art rejection, both Imhof and Narayanaswami are directed to 
the field of capturing images from a camera and using a computer to record various 
types of data onto the digital images. Narayanaswami goes on to discuss archiving the 
images in a database for querying at a later time. Therefore, Imhof and 
Narayanaswami are analogous art and it is well within the level of one of ordinary skill in 
the art to incorporate the database and other teachings of Narayanaswami into the 
invention of Imhof. The Examiner also notes that one of the most important features of 
any computer system is the ability to store, retrieve, and process data. Since Imhof 
does not address the issue of storage and retrieval, one of ordinary skill in the art would 
look to Narayanaswami for a possible solution. In response to Applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
See In re Keller, 642 F 2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). The Applicant has also challenged the 
Examiner's Official Notice regarding placing an order through a web-site and fulfilling 
the customer's order via electronic transfer as recited in claims 1,18, and 20. To 
support the Official Notice, the Examiner cites the following references: 

US Patent 6,657,702 B1 to Chui et al.; 

US Patent 6,718,123 B1 to Massarsky; 
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US Patent 5,915,093 Berlin et al.; 

US Patent 6,324,521 to Shiota et al.; 

US Patent 6,363,356 to Horstmann; 

US Patent 6,560,339 to Iwamura; 

US Patent 6,882,979 to Reay et al.; 

US Patent 5,974,401 to Enomoto et al.; 

US 2003/0023695 A1 to Kobata et al.; 

US 2005/0002059 A1 to Fredlund et al. 
For these reasons, the Examiner maintains the art rejection. 

Applicant's arguments with respect to the combination of Sigel and 
Narayanaswami have been fully considered but they are not persuasive. The Applicant 
has argued that Sigel is non-analogous art. The Examiner respectfully disagrees. Sigel 
discloses an "event camera" that images the finish line or intermediate location of a race 
to determine the crossing times of the contestants (Abstract; column 1 , lines 6-16; 
column 8, lines 7-19). Therefore Sigel teaches "event photography" of a sporting event. 
Furthermore, it is inconsistent for the Applicant to argue that it is well known in the art of 
event photography to photograph substantially the entire body and also argue that Sigel 
photographs only portions of the body. Sigel (Figure 3) clearly show more than a 
portion of the body as alleged by the Applicant. In response to Applicant's arguments 
against the references individually, one cannot show nonobviousness by attacking 
references individually where the rejections are based on combinations of references. 
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See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 
F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (571)-272- 
6758. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn W. Coggins can be reached on (571 )-272-7159. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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